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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/29/2006 has been entered. 

Response to Amendment 

2. The present Office action is made in response to the amendments filed on 
3/29/2006 and 6/16/2006. It is noted that since the amendment filed on 3/29/2006 did 
not comply with the requirement of 37 CFR 1.121 (see the Office action of 6/9/2006), 
thus applicant has filed a substitute amendment on 6/16/2006. 

3. In the amendment of 6/16/2006, applicant has amended claims 17 and 38 and 
canceled claim 25. There is not any claim being added. The pending claims of the 
application are claims 17-18, 22-23, 26-29 and 31-39. Claims 17, 22-23, 28-29, and 32- 
39 are examined in this Office action, and claims 18, 26-27 and 31 have been 
withdrawn from further consideration as being directed to non-elected claims. See the 
restriction of 7/24/2001 and election of 8/9/2001. Claims 1-16, 19-21, 24-25 and 30 
were canceled by the applicant. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 17, 22-23, 28, 32-33 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamamoto (U.S. Patent No. 5,184,012, of record) in view of Hara et 
al (Japanese reference No. 5-107037, of record) and Kappl et al (U.S. Patent No. 
3,833,282). 

Yamamoto discloses a scanning microscope having an illuminating system for 
illuminating a sample. The illuminating system as described at columns 4-6 and 
shown in figures 1-3 comprises a beam expanding system (30) disposed on an 
optical light path from a laser source (see the prior art as described at column 1 
and shown in figure 5) and a scanning system (34 and 35) for scanning the 
illuminated light beam on the sample (A). The beam expanding system (30) as 
described at column 5 and shown in figure 3A will expand the illuminating 
diameter for matching with a particular objective lens used in the scanning 
microscope (see also column 6 and fig. 2 which discloses the interchangeability 
of different objective lenses). It is also noted that in the embodiment described at 
column 5 and shown in figure 3A, the beam expanding lens system is a zoom 
lens system in which the first lens element (41) acts as an additional lens having 
a fixed focal length for coupling the light from the laser source, and the second 
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and third lens elements (43, 42), which in combination having a variable focal 
length, are movable along the illuminated path. As a result, the collimation in the 
light beam exits from the beam expanding lens system will expand as a function 
of the focal length ratio between the fixed lens and the movable lenses. With 
regard to the feature that the scanning microscope is a so-called "multiphoton" 
scanning microscope, such feature is considered as an intended use of the 
scanning microscope because the claim does not provide any limitation for the 
making the scanning microscope as the so-called "multiphoton" scanning 
microscope. 

There are two things missing from the microscope provided by Yamamoto as 
follow: First, Yamamoto does not disclose the kind of the light source used in the 
system. In other words, while Yamamoto discloses the use of a laser source, he 
does not explicitly discloses that the laser is in the form of a point-like light source 
as claimed; Second, Yamamoto does not clearly disclose that the adjustment in 
the beam diameter of the illuminating beam is automatically modified in response 
to a particular objective lens being used. 

Regarding to the first feature related to the type of light source being used, it is 
noted that the use of an illumination system having a laser and optics wherein 
the laser is in the form of a point-like light source is merely that of a preferred 
embodiment and not critical to the invention as admitted by the applicant in the 
present specification in page 6, section [0022]. It is also noted that the use of an 
illumination system having a laser and optics wherein the laser is in the form of a 
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point-like light source is known to one skilled in the art as can be seen in the 
system provided by Hara et al. In particular, the illuminating system provided by 
Hara et al comprises a semiconductor laser (2) which is a point light source and 
optics including a collimator lens (3) disposed in front of a beam expander (7). 
Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to utilize a laser in the form of a point-like light source with 
collimator lens as suggested by Hara et al for satisfying a particular design. 
The combined product as provided by Yamamoto and Hara et al does not 
explicitly state that the adjustment in diameter of the illuminating light in response 
to the change of a particular objective lens is automatically made as claimed; 
however, the use of an automatically mechanism for changing the illuminating 
light path by moving a lens in response to a change in a particular objective lens 
of a microscope is known to one skilled in the art as can be seen in the 
microscope provided by Kappl et al. In particular, Kappl et al disclose a 
microscope having an illuminating system, a revolver supporting a plurality of 
objective lenses, and a mechanism having a motor and a detecting system for 
automatically adjusting the position of a lens disposed in the illuminating light 
path in response to the change in objective lens being used. See column 3, lines 
36 through column 4, lines 31. Regarding to the terms "video camera zoom" for 
the lens system in the present claim 23, it is noted that the claim has not 
provided any specific feature/limitation for the so-called "video camera zoom" and 
the operation of a zoom lens system, i.e., the movement of one lens element with 
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respect to other lens element(s) constituting the lens system, is similar in all of 
the optical device. In this aspect, the zoom lens system provided by Kappl et al 
meets the requirement of a video camera zoom lens system. Thus, it would have 
been obvious to one skilled in the art at the time the invention was made to 
modify the combined product as provided by Yamamoto and Hara et al by using 
a mechanism having a motor and a detecting system as suggested by Kappl et al 
for the purpose of automatically adjusting the position of a lens disposed in the 
illuminating light path in response to the change in objective lens being used. 
6. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto in view of Hara et al and Kappl et al as applied to claim 17 above, and 
further in view of Dabbs et al (U.S. Patent No. 5,054,926, of record). 

The illuminating system for use with a scanning microscope wherein the 
illuminating system comprises a laser source and a beam expanding apparatus 
disposed after the laser source as provided by Yamamoto, Hara et al and Kappl 
et al meets all of the features recited in claim 29 except that it does not state that 
the illuminating system located downstream a laser source which can be in the 
form of an optical fiber. However, such use of light source as claimed is merely 
that of a preferred embodiment and no criticality has been disclosed. The support 
for that conclusion is found in the present specification at pages 5-6 in which 
applicant has stated that the light source is a laser source. Further, the use of a 
point light source which is provided by a laser source or a laser diode or a 
combination of a light source with an optical fiber is clearly known to one skilled 
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in the art as can be seen in the illuminating system provided by Dabbs et al. See 
column 4, lines 40+. Thus, absent any showing of criticality, it would have been 
obvious to one skilled in the art at the time the invention was made to utilize any 
suitable light source or a combination of available light sources and fiber as 
suggested by Dabbs et al in the combined product provided by Yamamoto, Hara 
et al and Kappl et al for the purpose of providing a light beam which is in the form 
of a point light source or a collimating light beam. 
7. Claims 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto in view of Hara et al and Kappl et al as applied to claim 17 above, and 
further in view of Kato (U.S. Patent No. 4,530,578, of record). 

The illuminating system for use with a scanning microscope wherein the 
illuminating system comprises a laser source and a beam expanding apparatus 
disposed after the laser source as provided by Yamamoto, Hara et al, and Kappl 
et al meets all of the features recited in claims 34-36 except the feature 
concerning the use of an additional element in the form of a lens for the purpose 
of varying the light intensity. However, the use of lens systems each comprises at 
least one lens element and stop between a light source having fiber and a beam- 
expanding system for the purpose of varying the light intensity is known to one 
skilled in the art as can be seen in the illuminating system for use with a 
microscope provided by Kato. See columns 2-3 and figs. 3. It is also noted that 
an adjustment in the diameter of a stop for controlling the beam diameter passing 
through the stop is also within the level of one skilled in the art. Thus, it would 
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have been obvious to one skilled in the art at the time the invention was made to 
modify the illuminating system provided by Yamamoto, Hara et al and Kappl et al 
by using an additional optics between the light source and the beam-expanding 
system as suggested by Kato for the purpose of varying the light intensity for the 
purpose of adjusting the light intensity near the edge of the illuminating beam. 
8. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto in view of Hara et al, Kappl et al and Kato as applied to claim 34 above with 
or without Kain (5,672,880). 

The combined illuminating system for use with a scanning microscope wherein 
the illuminating system comprises a laser source, a beam expanding apparatus 
disposed after the laser source and an additional system between for varying the 
light intensity near the edge of a light beam as provided by Yamamoto, Hara et al 
and Kato meets all of the feature recited in claim 37 except the feature 
concerning the use of an additional element in the form of a holographic element 
for the purpose of varying the light intensity. However, the use of lens system 
between a light source and a beam-expanding system wherein the lens element 
is a holographic lens element for the purpose of varying the light intensity as 
claimed is merely that of a preferred embodiment and no criticality has been 
disclosed. The support for that conclusion is found in the present specification at 
page 4 in which applicant has stated that the additional element is a conventional 
lens element or an annular stop. Further, the use of a holographic lens element 
between a light source and a beam-expanding system is clearly known to one 
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skilled in the art as can be seen in the illuminating system provided by Kain. See 
columns 4-5. Thus, absent any showing of criticality, it would have been obvious 
to one skilled in the art at the time the invention was made to utilize any suitable 
optical elements including a holographic lens element as suggested by Kain 
between the light source and the beam-expanding system in the combined 
product provided by Yamamoto, Hara et al, Kappl et al and Kato for the purpose 
of adjusting the light intensity at the edge of the light beam. 
9. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto (U.S. Patent No. 5,184,012, of record) in view of Hara et al (Japanese 
reference No. 5-107037, of record), Kappl et al (U.S. Patent No. 3,833,282), and 
Dreessen et al (U.S. Patent No. 5,404,238, of record). 

Yamamoto discloses a scanning microscope having an illuminating system for 
illuminating a sample. The illuminating system as described at columns 4-6 and 
shown in figures 1-3 comprises a beam expanding system (30) disposed on an 
optical light path from a laser source (see the prior art as described at column 1 
and shown in figure 5) and a scanning system (34 and 35) for scanning the 
illuminated light beam on the sample (A). The beam expanding system (30) as 
described at column 5 and shown in figure 3A will expand the illuminating 
diameter for matching with a particular objective lens used in the scanning 
microscope (see also column 6 and fig. 2 which discloses the interchangeability 
of different objective lenses). It is also noted that in the embodiment described at 
column 5 and shown in figure 3A, the beam expanding lens system is a zoom 
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lens system in which the first lens element (41) acts as an additional lens having 
a fixed focal length for coupling the light from the laser source, and the second 
and third lens elements (43, 42), which in combination having a variable focal 
length, are movable along the illuminated path. As a result, the collimation in the 
light beam exits from the beam expanding lens system will expand as a function 
of the focal length ratio between the fixed lens and the movable lenses. 
There are three things missing from the microscope provided by Yamamoto as 
follow: First, Yamamoto does not disclose the kind of the light source used in the 
system. In other words, while Yamamoto discloses the use of a laser source, he 
does not explicitly discloses that the laser is in the form of a point-like light source 
as claimed; Second, Yamamoto does not clearly disclose that the adjustment in 
the beam diameter of the illuminating beam is automatically modified in response 
to a particular objective lens being used; and Third, Yamamoto does not clearly 
disclose that that another light source is used via a coupling-in manner. 
Regarding to the first feature related to the type of light source being used, it is 
noted that the use of an illumination system having a laser and optics wherein 
the laser is in the form of a point-like light source is merely that of a preferred 
embodiment and not critical to the invention as admitted by the applicant in the 
present specification in page 6, section [0022]. It is also noted that the use of an 
illumination system having a laser and optics wherein the laser is in the form of a 
point-like light source is known to one skilled in the art as can be seen in the 
system provided by Hara et al. In particular, the illuminating system provided by 
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Hara et al comprises a semiconductor laser (2) which is a point light source and 
optics including a collimator lens (3) disposed in front of a beam expander (7). 
Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to utilize a laser in the form of a point-like light source with 
collimator lens as suggested by Hara et al for satisfying a particular design. 
Regarding to the second feature related to the automatically adjustment in 
diameter of the illuminating light in response to the change of a particular 
objective lens, it is noted that the use of an automatically mechanism for 
changing the illuminating light path by moving a lens in response to a change in a 
particular objective lens of a microscope is known to one skilled in the art as can 
be seen in the microscope provided by Kappl et al. In particular, Kappl et al 
disclose a microscope having an illuminating system, a revolver supporting a 
plurality of objective lenses, and a mechanism having a motor and a detecting 
system for automatically adjusting the position of a lens disposed in the 
illuminating light path in response to the change in objective lens being used. 
See column 3, lines 36 through column 4, lines 31. Regarding to the terms "video 
camera zoom" for the lens system in the present claim 2, it is noted that the claim 
has not provided any specific feature/limitation for the so-called "video camera 
zoom" and the operation of a zoom lens system, i.e., the movement of one lens 
element with respect to other lens element(s) constituting the lens system, is 
similar in all of the optical device. In this aspect, the zoom lens system provided 
by Kappl et al meets the requirement of a video camera zoom lens system. Thus, 
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it would have been obvious to one skilled in the art at the time the invention was 
made to modify the combined product as provided by Yamamoto and Hara et al 
by using a mechanism having a motor and a detecting system as suggested by 
Kappl et al for the purpose of automatically adjusting the position of a lens 
disposed in the illuminating light path in response to the change in objective lens 
being used. 

In regard to the feature missing from the art of Yamamoto, Hara et al and Kappl 
et al in that the combined product does not state that another light source is used 
via a coupling-in manner. However, the use of an illuminating system having 
more than one light source in a microscope is clearly known to one skilled in the 
art as can be seen in the microscope having an illuminating system provided by 
Dreessen et al. In particular, in column 2 and fig. 1, they disclose an illuminating 
system having only one light source; however, in column 3 and fig. 2, they 
disclose the use of a coupling-in unit for coupling two light beams from two light 
sources. Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the illuminating system provided by Yamamoto, 
Hara et al and Kappl et al by using a illuminating system having two light sources 
and a coupling-in unit as suggested by Dreessen et al for the purpose of 
increasing the intensity of light or alternatively for altering the type of different 
light sources to be used to meet different requirements of illumination. 
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Response to Arguments 

10. Applicant's arguments with respect to claims 17, 22-23, 28-29, and 32-39 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (571) 
272-2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA)/6/^71 -272-1 000. 
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